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DETAILED ACTION 

Response to Election/Restrictions 

Applicant's election with traverse of Group I claims 1-14 and 19-24 in the reply 
filed on April 6, 2009 is acknowledged. 

Applicants' arguments are not found persuasive because the inventions listed as 
Groups I and II do not relate to a single general inventive concept under PCT Rule 13.1 
because, under PCT Rule 13.2, they lack the same or corresponding special technical 
features (and thus unity) for the following reasons: claim 1 is obvious over Tadanori, et 
al. (JP 09-207289), which teaches a film structure material and its manufacture (title, 
and abstract). 

Accordingly, the special technical feature linking the inventions, such as a 
substrate made of glass fiber, fluorocarbon resin layers (PTFE), and fluororesin layers 
containing photocatalytic titanium oxide fine particles, does not provide a contribution 
over the prior art, and no single general inventive concept exists. Therefore, restriction 
is appropriate 

The requirement is still deemed proper and is therefore made FINAL. 
The claims 25-26 and 29 are withdrawn from consideration. 

Claim Objections 

Regarding claims 1 and 10, the abbreviations "PTFE, FEP, or PFA" are vague. 
They should not be used and should be replaced by an indication of what they are 
intended to cover. For the purposes of examination, the "PTFE, FEP, or PFA" in claims 
1 and 10 are interpreted as "polytetrafluoroethylene (PTFE), copolymer of 
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tetrafluoroethylene-hexafluoropropylene (FEP), copolymer of tetrafluoroethylene- 
perfluoroalkylvinylether (PFA)". 

Appropriate corrections are required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 8 and 19-23 are rejected under 35 U.S.C. 102 (b) as being anticipated by 
Domoto et al. (JP 09-207289). 

Regarding claims 8, 19 and 21-23, Domoto et al. discloses a film structural 
material containing (1 ) fiber cloth and a silicone resin (applicant's substrate), (2) coating 
with fluorine resin PTFE (applicant's 1 st layer), (3) coating with PTFE and glass beads 
(applicant's 2 nd layer), (4) coating with the PTFE resin and photocatalyst titanium oxide 
fine particles (applicant's 3 rd layer) ([Abstract] and [Solution]). 

The weight ratio of photocatalyst and fluororesin is in the preferably range of 3:7- 
5:5 ([MEANS]/ [0013]). 

Since Domoto et al. teaches the same film structural material as the recited 
claims, the physical properties, such as water repellent and peeled off rate as per 
applicant claims 8, 19, and 21-23 , would necessarily follow. 
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The final clause of claims 8, 19 and 21-23 are interpreted as intended use. Per 
MPEP 21 1 1 , a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. Since the prior art 
structure is capable of performing the intended use, then it meets the claim. 

Regarding claim 20, the photocatalysts taught by Domoto et al. are contained in 
the 2 nd fluororesin layer as per applicant claim 20 (claim 9). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 1 02 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-7, 9-14 and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Domoto et al. (JP 09-207289). as applied to claim 1 above, in view of 
Enomoto et al. (JP 2002-096434). 

Regarding claims 1 and 9, Domoto et al. discloses a film structural material 
containing (1) a silicone resin coated glass fibers (applicant's substrate), (2) coating with 
fluorine resin (applicant's 1 st layer), (3) coating with fluorine resin and glass beads 
(applicant's 2 nd layer), (4) coating with the fluorine resin and photocatalyst titanium oxide 
fine particles (applicant's 3 rd layer) ([Abstract] and [Solution]). The weight ratio of 
photocatalyst and fluororesin is in the preferably range of 3:7-5:5 ([MEANS]/ [0013]). 

Although Domoto et al. teaches the use of the fluorine resin selected from 
polytetrafluoroethylene (PTFE), copolymer of tetrafluoroethylene-hexafluoropropylene 
(FEP), copolymer of tetrafluoroethylene-perfluoroalkylvinylether (PFA) 
([MEANS]/[0013]), he does not specifically disclose exposing photocatalyst on FEP 
layer as per applicant claims 1 and 9. 
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Enomoto et al. teaches a composition of a toxic gas treatment sheet comprising 
a 1 st layer containing a PTFE and photocatalyst particles (Ti0 2 ), and a 2 nd layer 
containing PTFE and FEP (a melting point lower than PTFE) ([Abstract] and [Solution]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Domoto et al. and Enomoto et al. to 
obtain the invention as specified in the claims 1 and 9, motivated by the fact that the 
mechanical strength of resulting sheet is improved ([ABSTRACT] and [DETAILED 
DESCRIPTION]/[001 5]-[00i 6]) 

Since the combined reference (Domoto et al. and Enomoto et al.) teach the same 
film structural material as the recited claims, the physical properties, such as water 
repellent and peeled off rate as per applicant claim 8 , are inherited. 

The final clause of claims 1 and 9 are interpreted as intended use. Per MPEP 
21 1 1 , a recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. Since the prior art structure is 
capable of performing the intended use, then it meets the claim. 

Regarding claim 2, the substrate taught by Domoto et al. is fiber cloths which 
consist of glass fibers ([DETAILED DESCRIPTION]/ [0001]-[0002]). 

Regarding claim 3, the photocatalysts taught by Domoto et al. are contained in 
the 2 nd fluororesin layer as per applicant claim 3 (claim 9). 

Regarding claims 4-6, although the combined references of Domoto et al. and 
Enomoto et al. does not specifically disclose the physical properties of the surface of the 
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fluorocarbon resin layer, such as photooxidation and photoreduction abilities, contact 
angle of the surface, etc. as per applicant claims 4-6 , since the prior art of records teach 
the same material as the recited claims, these physical properties of the material are 
inherited. 

Regarding claims 7 and 24, the 1 st and 2 nd layers of the toxic gas treatment sheet 
taught by Enomoto et al have a thickness at least 50 micrometers respectively. The 
references differ from Applicant's recitations of claims by not disclosing identical ranges. 
However, the reference discloses "overlapping" ranges, and overlapping ranges have 
been held to establish prima facie obviousness (MPEP 2144.05). 

Regarding claim 10, as discussed above, the film structural material taught by 
the combined references of Domoto et al. and Enomoto et al. comprises fiber cloths 
made of glass fiber substrate, and fluorocarbon resin layers made of PTFE and FEP as 
per applicant's claim 10 (claims 1-9, and [SOLUTION]). 

Regarding claim 1 1 , as discussed above, FEP taught by Enomoto et al. has a 
melting point lower than PTFE ([Abstract] and [Solution]). It meets the claimed 
limitations. 

Regarding claim 12, as discussed above, the 2 nd and 3 rd fluororesin layers taught 
by Domoto et al. can be the same fluororesin material, such as PTFE ([SOLUTION]). 

Regarding claims 13-14, as discussed above, the 1 st and 2 nd fluororesin layers 
taught by Domoto et al. can be the same fluororesin material, such as PTFE 
([SOLUTION]). Therefore, the melting point of the 1 st and 2 nd layer is the same. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YUN QIAN whose telephone number is (571)270-5834. 
The examiner can normally be reached on Monday-Thursday, 10:00am -4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J.A. LORENGO/ /YUN QIAN/ 

Supervisory Patent Examiner, Art Unit 1793 Examiner, Art Unit 1793 



